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" The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). in no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )IEI Responsive to communication(s) filed on 26 April 2004 . 
2a)[El This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-47 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 0 Clalm(s) is/are allowed. 

6) ^ Claim(s) 1-47 is/are rejected. 

7) 0 Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C, § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f), 
a)n All b)n Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) [3 Notice of Draftsperson's Patent Drawing Review (PTO-948) 
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4) QQ Interview Sunnmary (PTO-413) 
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5) n Notice of Informal Patent Application (PTO-1 52) 
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DETAILED ACTION 

Claim Rejections - 35 USC § 103 
1. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth 
in section 102 of this title, if the differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been obvious at the time the invention 
was made to a person having ordinary skill in the art to which said subject matter pertains. Patentability 
shall not be negatived by the manner in which the invention was made. 

2- Claims 1-4, 6-11, 15-19, 21-26, and 30-47 are rejected under 35 U.S.C, 103(a) as 
being unpatentable over Hedloy et al. (US 6,323,853 Bl). 

3. As per independent Claims 1, 16, 30, and 41, Hedloy discloses a method (article of 
manufacture, system) of selecting contact information, comprising: analyzing a document 
to determine a referenced entity identified in the document (Abstract); providing a data 
base of contact entities (Fig. lb), the data base having information corresponding to a 
plurality of contact entities; determining whether the referenced entity is among the 
contact entities; and if the referenced entity is among the contact entities, then selecting 
the contact information corresponding to the referenced entity (Abstract, Fig. lb, CIO L5- 
9). 

4. Hedloy fails to expressly disclose analyzing an electronic source document available on a 
network of computers . 

5. However, Hedloy does disclose using the contact information management/search system 
with electronic documents (C9 L50-64), and it would have been obvious to use the 
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system with an electronic source document available on a network of computers, as such 
documents were well known at the time the invention was made and easily integrated 
with the database search system described by Hedloy. 

6. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included an electronic source document available on a 
network of computers , in the system disclosed by Hedloy, for the advantage of providing 
a method of selecting contact information, with the ability to increase effectiveness of the 
system by providing the user with a multitude of documents/document formats to search 
for contact information. 

7. Claims 2-4, 6-11, 15, 17-19, 21-26, 31-40, and 42-43 are rejected as they are based on 
rejected independent claims. 

8. As per independent Claim 44, linuma discloses a method of providing a sender with 
contact information, comprising: analyzing a document to determine a plurality of 
referenced entities identified in the document (Abstract); providing a data base of contact 
entities (Fig. lb), the data base having information corresponding to a plurality of contact 
entities; determining whether the referenced entities are among the contact entities; 
providing a list of referenced entities [information items] that are among the contact 
entities [selected referenced entity]; selecting from the list of referenced entities one of 
the referenced entities; selecting the contact information corresponding to the selected 
referenced entity (automation is inherent to the system disclosed by linuma); and 
providing the selected contact information to the sender (Abstract, Fig. lb, C7 LI 6-62, 
C10L5-9). 
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9. Hedloy fails to expressly disclose analyzing an electronic source document available on a 
network of computers . 

10. However, Hedloy does disclose using the contact information management/search system 
with electronic documents (C9 L50-64), and it would have been obvious to use the 
system with an electronic source document available on a network of computers, as such 
documents were well known at the time the invention was made and easily integrated 
with the database search system described by Hedloy. 

1 1 . Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included an electronic source document available on a 
network of computers , in the system disclosed by Hedloy, for the advantage of providing 
a method of selecting contact information, with the ability to increase effectiveness of the 
system by providing the user with a multitude of documents/document formats to search 
for contact information. 

12. Claims 45-47 are rejected as they are based on a rejected independent claim. 

13. Claims 5, 12-14, 20, and 27-29 are rejected under 35 U.S.C. 103 as being 
unpatentable over Hedloy. 

14. As per Claims 5 and 20, Hedloy does not expressly show wherein analyzing the message 
to determine whether the message satisfies criteria specified by the referenced entity 
includes determining whether the message has obscenities therein. 

15. However these differences are only found in the nonfunctional descriptive material and 
are not functionally involved in the steps recited. The method of selecting contact 
information would be performed regardless of the type of message criteria used. Thus, 



Application/Control Number: 09/759,536 Page 5 

Art Unit: 3629 

this descriptive material will not distinguish the claimed invention from the prior art in 
terms of patentability, see In re Gulach 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. 
Cir. 1983); In reLowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

16. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have determined whether the message satisfied the criteria 
specified by the referenced entity, which included determining whether the message had 
obscenities therein, because such data does not functionally relate to the steps in the 
method claimed and because the subjective interpretation of the data does not patentably 
distinguish the claimed invention. 

17. As per Claims 12-14 and 27-29, Hedloy does not expressly show wherein the contact 
information includes a postal address, Internet address, or phone number. 

18. However these differences are only found in the nonfunctional descriptive material and 
are not functionally involved in the steps recited. The method of selecting contact 
information would be performed regardless of the type of contact information used. 
Thus, this descriptive material will not distinguish the claimed invention from the prior 
art in terms of patentabiHty, see In re GulacK 703 F.2d 1381, 1385, 217 USPQ 401, 404 
(Fed. Cir. 1983); In reLowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

19. Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have included a postal address, Internet address, or phone number 
as contact information, because such data does not functionally relate to the steps in the 
method claimed and because the subjective interpretation of the data does not patentably 
distinguish the claimed invention. 
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Response to Arguments 

20. Applicant's arguments filed 4/26/04, with respect to Claims 1-47, have been considered 
but are moot in view of the new ground(s) of rejection. 

21. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

22. A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi*om the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of the 
advisory action. In no event, however, will the statutory period for reply expire later than 
SIX MONTHS from the date of this final action. 



Conclusion 

23. Additional Non-Patent Literature has been referenced on the attached PTO-892 form, and 
the Examiner suggests the applicant review these documents before submitting any 
amendments. 
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24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jonathan Ouellette whose telephone number is (703) 605- 
0662. The examiner can normally be reached on Monday through Thursday, Sam - 
5:00pm. 

25. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Weiss can be reached on (703) 308-2702. The fax phone numbers for 
the organization where this application or proceeding is assigned (703) 872-9306 for all 
official communications. 

26. Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is (703) 306-5484. 



JO 

August 2, 2004 




